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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely: 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) ^ Responsive to communication(s) filed on 24 March 2005 . 
2a)D This action is FINAL. 2b)[X] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 11-14 is/are pending in the application. 

4a) Of the above claim(s) 13 and 14 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 11 and 12 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) [E The specification is objected to by the Examiner. 

10)KI The drawing(s) filed on 08 October 2003 is/are: a)D accepted or b)K objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
aM All b)Q Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2.I3 Certified copies of the priority documents have been received in Application No. 09/525,941 . 
3.Q Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Embodiment IV in the reply filed on 6/1/2004 
and Species B in the reply filed on 3/24/2005 is acknowledged. The traversal is on the 
ground(s) that search and examination of claims 11-14 would not place a serious 
burden on the Examiner. This is not found persuasive because simply arguing that the 
claims are generic or not a serious burden to examine does not make it so. Search and 
examination of all species does indeed present an undue burden on the examiner and 
would involve the search of different subclasses, for example TIG welding in 219/121.36 
and Laser welding in 219/121. 6+, thus restriction/election between the disclosed 
embodiments is proper. 

2. Claims 13 and 14 are withdrawn from further consideration pursuant to 37 CFR 
1.142(b), as being drawn to a nonelected invention/species, there being no allowable 
generic or linking claim. Applicant timely traversed the restriction (election) requirement 
in the reply filed on 6/1/2005. 

While applicant lists claims 11-14 as readable on the elected species, the 
examiner disagrees because: 

a. Claim 13 includes, for example, a second work head, image processing 
apparatus, arithmetic processing apparatus, etc., which are clearly directed 
towards the non elected species of Embodiment V, see for example Figure 20 
and page 37+ of the specification. 
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b. Claim 14 is similar to claim 13, see for example Figure 20 and is clearly 
drawn to the non-elected species B, the embodiment utilizing a TIG welding 
torch. 

As set forth above the restriction/election requirement is deemed proper and is 
therefore made FINAL. 

Priority 

3. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copy has been filed in parent Application No. 
09/525,941, filed on 3/15/2000. Drawings 

4. The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the: 

a. the starting apparatus for starting welding, 

b. a fixing jig including; 

bulk or two metal plates, and 

the cooling mechanism, (as set forth in claim 12) 

c. since claim 12 recites both bulk as well as two metal plates, BOTH the 
"bulk" AND the "two metal plates" must be shown. 

must be shown or the feature(s) canceled from the claim(s). No new matter 
should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
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prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New 
Sheet" pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, 
the applicant will be notified and informed of any required corrective action in the next 
Office action. The objection to the drawings will not be held in abeyance. 



Claim Rejections - 35 USC §112 



5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 



The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

6. Claims 11 and 12 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the enablement requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to enable 
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one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. 

a. Claim 1 1 , line 1 2 of the claims received 6/1 /2004 contains the limitation 
"as designed". There is no adequate description or enabling disclosure in what 
all is meant and encompassed by the limitation "as designed" since the 
specification fails to disclose what the design is, or how the design is designed or 
determined, or how the design is known or inputted unto the welding apparatus, 
etc. 

b. Claim 1 1 , page 3 lines 6-7 of the claims received 6/1/2004 contains the 
limitation "an offset". There is no adequate description or enabling disclosure in 
what all is meant and encompassed by the limitation "an offset" since the 
specification page 8, lines 6-9, discloses THE offset is between the work head 
and the CCD camera. Since the claim language does not mirror the specification 
it does not appear applicant is referring to the same offset. 

c. , Claim 1 1 , page 3, line 8, of the claims received 6/1 /2004 contains the 
limitation "a starting apparatus". There is no adequate description or enabling 
disclosure in what all is meant and encompassed by the limitation "a starting 
apparatus" since the specification only discloses that the welding starts after 
completion of movement, but it is not seen where the specification discloses or 
describes said starting apparatus as an individual apparatus per se. 

d. Claim 12, page 3, line 19, of the claims received 6/1/2004 contains the 
limitation "bulk". There is no adequate description or enabling disclosure in what 
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all is meant and encompassed by the term "bulk" since it is not seen in the 
specification where such term is used in the manner disclosed. 

e. Claim 12, page 3, line 19, of the claims received 6/1/2004 contains the 
limitation "containing a cooling mechanism therein". There is no adequate 
description or enabling disclosure in what all is meant and encompassed by the 
term "containing a cooling mechanism therein" since the specification page 23 
discloses the jib in its entirety is formed of copper with no means to cool the 
copper. 

f. Claim 12, page 3, line 18, of the claims received 6/1/2004 contains the 
limitation "chillers". There is no adequate description or enabling disclosure in 
what all is meant and encompassed by the term "chillers" nor the relationship, if 
any, of such, to the metal plate bulk or the metal plates containing a cooling 
mechanism. 

g. Claim 12 discloses a fixing jig for fixing the blades by chillers including 
bulk or two metal plates, however there is no adequate description or adequate 
discloser as to how and in what manner the fixing jig is assembled, attached 
and/or held in place with all its individual pieces parts or what causes the plates 
to be maintained in the position indicated in Figs 10A and 10B, especially since 
Fig 12 shows portions 17a and 17b of the jig being in contact with blades (3), not 
copper plates (16) . 
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7. Claims 11 and 12 are rejected under 35 U.S.C. 112, second paragraphias 
being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

a. Claim 1 1 recites the limitation "a portion" in line 9. There is insufficient 
antecedent basis for this limitation in the claim. 

b. Claim 1 1 recites the limitation "a groove" in line 9. There is insufficient 
antecedent basis for this limitation in the claim. 

c. .. Claim 1 1 recites the limitation "objects" in line 9. There is insufficient 
antecedent basis for this limitation in the claim. 

d. Claim 1 1 recites the limitation "a groove position" in line 12. There is 
insufficient antecedent basis for this limitation in the claim. 

e. Claim 1 1 recites the limitation "welding portions" in line 13. There is 
insufficient antecedent basis for this limitation in the claim. 

f. Claim 1 1 recites the limitation "groove position" on line 16 and page 3 
lines 1, 2, and 3. There is insufficient antecedent basis for this limitation in the 
claim. 

g. Claim 1 1 recites the limitation "a portion" in line 9. There is insufficient 
antecedent basis for this limitation in the claim. 

h. Claim 1 1 recites the limitation "an offset" on page 3, line 8. There is 
insufficient antecedent basis for this limitation in the claim. 

i. Claim 1 1 recites the limitation "fixing the blade by chillers" online 14. The 
claim is vague, indefinite and incomplete as to what all is meant and 
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encompassed by the term "by" since the term allows for the blade to be fixed in 
place using said chillers or the blade may be fixed or located by, near or in close 
proximity to the chillers. 

j. Glaim 11 recites the limitation "as designed" on line 12. The claim is 

vague, indefinite and incomplete as to what all is meant and encompassed by the 

phrase "as designed". See the discussion of this term in section 6 above. 

k. Claim 1 1 recites the limitation "an offset" on page 3, line 8. The claim is 

vague, indefinite and incomplete as to what all is meant and encompassed by the 

term "an offset". See the discussion of this term in section 6 above. 

I. Claim 1 1 , page 3, line 8, of the claims received 6/1/2004 contains the 

limitation "a starting apparatus". The claim is vague, indefinite and incomplete as 

to what all is meant and encompassed by the term "a starting apparatus". See 

the discussion of this term in section 6 above. 

m. Claim 12 recites the limitation "chillers" on page 3, line 18. There is 

insufficient antecedent basis for this limitation in the claim. 

n. Claim 12 recites the limitation "a space between" on page 3, line 19. 

There is insufficient antecedent basis for this limitation in the claim. 

o. Claim 12 recites the limitation "metal plates" on page 3, line 20. There is 

insufficient antecedent basis for this limitation in the claim when the jig includes 

"bulk" plates. 

p. Claim 12, page 3, line 19, of the claims received 6/1/2004 contains the 
term "bulk". The claim is vague, indefinite and incomplete as to what all is 
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meant and encompassed by the term "bulk". See the discussion of this term in 
section 6 above. 

q. Claim 12, page 3, line 18, of the claims received 6/1/2004 contains the 
limitation "chillers". The claim is vague, indefinite and incomplete as to what all is 
meant and encompassed by the term "chillers". Accordingly the metes and 
bounds of the claim are undefined. See the discussion of this term in section 6 
above. 

r. Claim 12, page 3, line 18, of the claims received 6/1/2004 contains the 
phrase "worked so as to be externally accessible at a welding groove". The 
claim is vague, indefinite and incomplete as to what all is meant and 
encompassed by the phrase "worked so as to be externally accessible at a 
welding groove". Accordingly the metes and bounds of the claim are undefined, 
s. Claim 12, page 3, line 17, of the claims received 6/1/2004 contains the 
limitation "a fixing jig". The claim is vague, indefinite and incomplete as to what 
all is meant and encompassed by the phrase "fixing jig". Accordingly the metes 
and bounds of the claim are undefined. See the discussion of this term in section 
6 above. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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9. Claims 1 1 and 12 are rejected under 35 U.S.C. 102(b) as being anticipated by 

U.S. Patent 4,477,712 to Lillquist et al. (hereinafter Lillquist) 

Lillquist discloses an apparatus inherently capable of manufacturing 
a control rod of a nuclear reactor, the control rod comprising a blade 
including neutron absorbers inserted in a recess portion of a sheath 
formed by bending, a tie rod for fixing the blade, a handle fixed to the tie 
rod and an upper end of the blade, and a lower-blade fixed to the tie rod 
and a lower end of the blade, said apparatus comprising a welding 
apparatus inherently capable of welding the blade to the tie rod, the blade 
to the handle and the blade to the lower-blade, said welding apparatus 
comprising: an image pickup apparatus (10) for picking up images of a 
portion near a groove (30) of objects (20) to be welded; a first work head 
(14) on which the an image pickup apparatus is mounted; a moving 
apparatus (26) for moving the first work head to a groove position as 
desired in each of the welding portions; a first image processing apparatus 
for processing an image signal picked up by the image pickup apparatus 
means, a detecting apparatus for detecting an actual groove position 
based on image data processed by the first image processing apparatus; 
a first arithmetic processing apparatus (25) for comparing the actual 
groove position detected by the detecting apparatus with a groove position 
as designed, and calculating a deviation of the first work head from the 
groove position; a first control apparatus (25) that is inherently capable of 
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providing the moving apparatus (26) with a control command to move the 
first work head by a distance corresponding to an amount of the deviation 
of the first work head calculated by the first arithmetic processing 
apparatus plus an amount of an offset of the first work head and the image 
pickup apparatus (since the detector is mounted in close proximity to the 
welding arc, column 3, lines 30-38, any deviation of the detector sampled 
area from the actual weld area (including parallax error) must be 
accounted for, for example by an offset, in order to ensure the welding is 
performed in the exact appropriate location); and an a starting apparatus 
for starting welding after completion of movement of the first work head in, 
for example, figures 1-5, column 3 lines 39+, column 4, lines 28-32, and 
55-60, and column 5, lines 1-23. 

Lillquist further discloses claim 12 wherein said welding apparatus 
comprises a fixing jig for fixing the blade by chillers (22) and (24) worked 
so as to be externally accessible at a welding groove (30), said fixing jig 
including bulk or two metal plates (22) and (24) which inherently functions 
as a cooling mechanism therein (reads on the atomic material contained 
within items (22) and (24) which would serve to conduct heat away from 
the welding area and radiate said heat out into the environment), and a 
space, between the metal plates in which the blade including the neutron 
absorbers and the sheath is inserted in figure 1 and column 4 lines 64-65. 
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As to limitations which are considered to be inherent in a reference, note the case 
law In re Ludtke. 169 USPQ 563, In re Swinehart, 169 USPQ 226, In re Fitzgerald, 
205 USPQ 594, In re Best et al. 195 USPQ 430, and In re Brown. 173 USPQ 
685,688. 

It is noted that the claims contain statements of intended or desired use . 

However, there is well settled case laws that such statements (such as 

manufacturing a control rod, moving the work head to a groove position, 

inserting blades into spaces, etc.) as to possible future acts or to what may 

happen in a method or operation, are essentially method limitations or 

statements of intended or desired use and do not serve to patentably distinguish 

the claimed structure over that of the references. See In Re Pearson , 181 USPQ 

641; In re Yanush . 177 USPQ 705; In re Finsterwalder , 168 USPQ 530; In re Casey. 

152 USPQ 235; In re Otto , 136 USPQ 458; Ex parte Masham , 2 USPQ 2 nd 1647. 

See MPEP 2114 which states: 

A claim containing a "recitation with respect to the manner in which a claimed apparatus 
is intended to be employed does not differentiate the claimed apparatus from a prior art 
apparatus" if the prior art apparatus teaches all the structural limitations of the claim. Ex 
parte Masham , 2 USPQ 2 nd 1647. 

Claims directed to apparatus must be distinguished from the prior art in terms of 
structure rather than functions. In re Danlv , 120 USPQ 528, 531. 

Apparatus claims cover what a device is, not what a device does. Hewlett- Packard Co, 
v. Bausch & Lomb Inc., 15 USPQ 2 nd 1525, 1528 

As set forth in MPEP 21 1 5, a recitation in a claim to the material or article 

worked upon, does not serve to limit an apparatus claim. 
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Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

1 1 . Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims for the convenience of the applicant. Although the 
specified citations are representative of the teachings in the art and are applied to the 
specific limitations within the individual claim, other passages and figures may apply as 
well. It is respectfully requested from the applicant, in preparing the responses, to fully 
consider the references in entirety as potentially teaching all or part of the claimed 
invention, as well as the context of the passage as taught by the prior art or disclosed 
by the examiner. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel L. Greene Jr. whose telephone number is (571) 
272-6876. The examiner can normally be reached on Mon-Fri 8:30am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael J. Carone can be reached on (571 ) 272-6873. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 
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13. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 





June 9, 2005 



HARVEY BEHREND 
PRIMARY EXAMINER 



